PATENT 

REMARKS 

Claims 57-100 were pending in the present application, with claims 58-65 and 69-97 
being withdrawn from consideration. Claims 57, 66-68 £ind 98-100 were rejected. By the 
present amendment, claims 81-91 have been cancelled. New cMms 101-104 have been 
added. Claims 57, 66, 67, 68, 98 and 100 have been amended. This application now includes 
claims 57-80 and 92-104. 

Response to Claim Rejection Under 35 U.S.C. §112. Second Paragraph 
Claims 66-68 and 100 were rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter applicant 
regards as the invention. Reconsideration is respectfully requested in view of the following. 

Regarding claim 66, the Examiner takes issue with the recitation of the term 
"intermediate portion" in the context of "wherein each of the first U-shape opening and the 
second U-shape opening [of the housing] is configured to receive a respective intermediate 
portion of the removable element", as recited. The Examiner then provides three scenarios 
that correspond to the recited "intermediate portion". Since the Examiner could point to 
specific components from the specification that would satisfy the limitation, it appears that the 
Examiner's concern is more related to claim breadth than indefiniteness. However, MPEP 
2173.04 provides that, "Breadth of a claim is not to be equated with indefiniteness. In re 
Miller, 441 F.2d 689, 169 USPQ 597 (CCPA 1971)." 

Notwithstanding, Applicants have amended claim 66 to remove reference to 
"intermediate portion", and as such is believed to address the Examiner's concerns under 35 
U.S.C. 112, second paragraph. Claim 66, as amended, now recites in part, "wherein the first 
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U- shape opening is configured to receive a first portion of the removable element and the 
second U-shape opening is configured to receive a second portion of the removable element." 
Accordingly, it is respectfully requested that the rejection of cMm 66 under 35 U.S.C. §112, 
second paragraph, be withdrawn. 

Applicants have amended claim 67, and as such is believed to address the Exsiminer's 
concerns under 35 U.S.C. 112, second paragraph. Claim 67, as amended, recites," The biopsy 
device according to claim 66, further including a guide disposed on the removable element, 
wherein the first end lid comprises a third U-shaped opening at the top thereof, the third U- 
shaped opening being sized to receive the guide of the removable element." (Emphasis 
added). Accordingly, it is respectfully requested that the rejection of claim 67 under 35 
U.S.C. §112, second paragraph, be withdrawn. 

With respect to claims 68 and 100, the Examiner states that it is unclear whether the 
recited structure is "self-contained" in view of claims 57 and 98 from which claims 68 and 
100 respectfully depend. Applicants have amended claims 57 and 98 to more fully reflect the 
intent, i.e., that the "the biopsy device being configured to be operationally self-contained 
such that an entirety of the biopsy device can be held by a single hand during a medical 
procedure and having no cables or lines extending from the housing to external units." 
(Emphasis added). Also, claim 68, as amended recites, "The biopsy device according to claim 
66, wherein a third portion of the removable element is located between the first U-shape 
opening and the second U-shape opening external to the housing ." (Emphasis added). 
Similarly, claim 100 recites in part, "wherein each of the first U-shape opening and the second 
U-shape opening is configured to receive a respective portion of the removable element, with 
at least a portion of the hollow connecting element being located between the first U-shape 
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opening and the second U-shape opening external to the housing ." (Emphasis added). 
Accordingly, it is respectfully requested that the rejection of claims 68 and 100 under 35 
U.S.C. §112, second paragraph, be withdrawn. 

Accordingly, for at least the reasons set forth above, it is respectfully requested that the 
rejection of claims 66-68 and 100 under 35 U.S.C. 112, second paragraph, be withdrawn. 

Response to Claim Rejection Under 35 U.S.C. § 103(a) 
Claims 57, 98 and 99 were rejected under 35 U.S.C. § 103(a) as being unpatentable 
over US 5,964,716 (Gregoire, et al.) in view of US 4,989,614 (Dejter, Jr. et al.). 
Reconsideration is respectfully requested in view of the following. 

Gregoire, et al. discloses with respect to Fig. 1 a biopsy instrument 30 that is not 
operationally self-contained and has cables or lines extending from the housing to extemzil 
units. More particularly, Gregoire, et al. discloses with respect to Fig. 1 the biopsy instrument 
30 having an external vacuum source 86 and an external control unit 87 that are tethered to the 
probe assembly 45 and the probe driver 3 1 , respectively. (Col. 5, 11. 2 1 -30). As shown in Fig. 
1, probe driver 31 is configured to receive probe assembly 45 in two opposing slots formed in 
the housing of probe driver 31. While two additional opposing slots are shown, neither of the 
additional slots receives a portion of the probe assembly 45. Also, probe driver 31 is not a 
handheld device, as probe driver 31 is mounted to a movable table 20 . (Col. 5, 11. 15-21) 
Dejter , Jr. et al. discloses with respect to Figs, la-lf schematic illustrations of the 
positions of a needle 2, a stylet 3, a syringe 4 and a plunger 5, relative to a fixed casing 1 and a 
needle sheath 6 during a fine needle aspiration procedure. (Col. 6, 11. 22-26). As illustrated in 
Fig. 13, the needle 13 is directly connected to syringe 4. As illustrated in Figs. 2, 5 and 7, a 
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finger guide 13 is provided at or near the end of the needle sheath 6 to assist the operator in 
manipulating the tip of the sheath. Additionally, to facilitate manipulation of the needle 
assembly, a sheath positioning handle 14 is provided. Handle 14 is attachable (e.g., by snap 
fit) to the sheath 6 at any desired location along a handle attachment £irea 12 so as to be 
positionable for either right or left hand usage and longitudinally adjustable. (Col. 8, 11. 56- 
66). 

Each of claims 57 and 98, as amended recites in part, "a removable element, 
comprising a biopsy needle module and a pressure source , the biopsy needle module having a 
biopsy needle carrier , wherein the removable element is configured for integration into the 
housing with both the pressure source and the biopsy needle carrier being contained within 
the housin g and with the pressure source and the biopsy needle module being spaced apart in 
the housing , and a hollow connecting element communicatively coupled between the biopsy 
needle module and the pressure source; . . . ." (Emphasis added). Each of claim 57 and 98, as 
amended further recite, "the biopsy device being configured to be operationally self-contained 
such that an entirety of the biopsy device can be held by a single hand during a medical 
procedure and having no cables or lines extending from the housing to external units." 
(Emphasis added). 

Accordingly, it is respectfully submitted that Gregoire, et al. and Dejter , Jr. et al., 
taken alone or in combination, do not render obvious the respective subject matters of claims 
57 and 98. 

In addition, claim 98 recites, "a housing lid matched to the lower housing segment and 
having a longitudinally displaceable locking mechanism". The Examiner recognizes that the 
longitudinally displaceable locking mechanism is not disclosed in Gregoire, et al. and Dejter , 



289-PDD-03-07 US/CRB0022.US 



13 



PATENT 

Jr. et al., taken alone or in combination, but rather states that such a lock mechanism would be 
a simple rearrangement of parts that would not have modified the operation of the device. 
Claim 98 has been amended to clarify that the longitudinally displaceable locking mechanism 
is mounted to the housing lid and configured to engage a fastening device on the lower 
housing segment . Advantageously, with the present invention, by having a longitudindly 
displaceable locking mechanism mounted to the housing lid, the housing lid can be opened, 
for example, by a convenient sliding movement of the longitudinally displaceable locking 
mechanism using the thumb of the hand that is holding the housing of the biopsy device. 
Accordingly, it is respectfully submitted that the recitation of the longitudinally displaceable 
locking mechanism is more than a simple rearrangement of parts, and thus further patentably 
defines the invention as recited in claim 98 over Gregoire, et al. and Dejter , Jr. et al., taken 
alone or in combination. 

Accordingly, it is respectfully submitted that each of independent claims 57 and 98 is 
patentable over the cited references in their respect present forms. 

Claim 99 is believed patentable in view of its dependence from claim 98. 

Accordingly, for at least the reasons set forth above, it is respectfully requested that the 
rejection of claims 57, 98 and 99 under 35 U.S.C. § 103(a) as being unpatentable over 
Gregoire, et al. in view of Dejter, Jr. et al. be withdrawn. 

New claims 101-104 have been added, and are believed to patentably define the 
invention over the cited references 

For the foregoing reasons. Applicants submit that the pending claims are definite and 
do particularly point out and distinctly claim the subject matter which Applicants regard as the 
invention. Moreover, Applicants submit that no combination of the cited references teaches. 
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discloses or suggests the subject matter of the pending claims. The pending claims are 
therefore in condition for allowance, and Applicants respectfully request withdrawal of all 
rejections and allowance of the claims. 

In the event Applicants have overlooked the need for an extension of time, an 
additional extension of time, payment of fee, or additional payment of fee. Applicants hereby 
conditionally petition therefor and authorizes that any charges be made to Deposit Account 
No. 20-0095, TAYLOR & AUST, P.C. 

Should any question concerning any of the foregoing arise, the Examiner is invited to 
telephone the undersigned at (317) 894-0801. 

Respectfully submitted, 

/Ronald K. Aust, Reg. No. 36735/ 

Ronald K. Aust 
Registration No. 36,735 

Attorney for Applicants 

RKA/ts 

TAYLOR & AUST, P.C. Electronically Filed: February 1 8, 2010 

12029 E. Washington Street 
Indianapolis, IN 46229 
Telephone: 317-894-0801 
Facsimile: 317-894-0803 
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